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REMARKS 



Claims 28-36 arc pending after entry of the amendments set forth herein. 
Claims 34-36 are new* Claims 34-36 correspond exactly to Claim 20-22, as originally filed. 
Accordingly, no new matter is added by these new claims. 

Applicants respectfully request reconsideration of the application in view of the remarks made 

herein. 

The new claims 

The new claims correspond exactly in their wording to cancelled claims 20-22 (corresponding to 
Claim Group HI of the Restriction Requirement dated September 24, 2002). 

The Applicants respectfully submit that there can he no question that these new claims 
correspond to the subject matter of Claim Group III since their wording is exactly the same as chums 20- 
22, the subject matter encompassed by Claim Group 111. 

The new claims wtsre presented solely in the interest of expediting prosecution, and are not to be 
construed as an acquiescence to the correctness of the assertions made in the Office Communication 
mailed January 21, 2003. 

As is detailed below, the Applicants respectfully submit that claims 28-33 correspond to the 
subject matter of Claim Group III, and that the restriction requirement between Claim Groups I 7 Ul and 
IV should be withdrawn, 

The Office Communication 

The Restriction Requirement dated September 24, 2002 required election of one Group from 
claim Groups I-VL 

In the response to that Restriction Requirement, the Applicants provisionally elected claim Group 
HI, and simultaneously canceled claims 20-22 (corresponding to claim Group 111) and added new claims 
28-33. The response stated at the bottom of page A that tL )h« newly presented claims 28-33 correspond 
to subject matter of Group HI". 
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The Office communication mailed January 21 , 2003 stated that the response is non-responsive Lo 
the prior Office Action because although Applicant elected Group III, the claims of Group HI have been 
canceled. 

Applicants respectfully submit that their response was completely responsive to the prior Office 
Action, and that no further action by the Applicants is necessary prior to examination of the claims. 



Interview 

The Applicants wish to extend their gratitude to Hxaminer Caputa for the interview on February 
4, 2003 with the Applicants' representative James Keddio. 

Applicants discussed the question of whether new claims 28-33 correspond lo the subject matter 
of provisionally elected Group III, and discussed the traversal of the Restriction Requirement. Examiner 
Capnta requested the Applicants respond to the communication from the Examiner mailed January 21 ^ 
2003, and further explain a) why new claims 28-33 eoncspond to the subject matter of provisionally 
elected Group III, and b) why claim Groups I, ITI and V should not be the subject of a Restriction 
Requirement. 

New chums 28-33 correspond to the subject mailer of elected Group III 

In the response to the Restriction Requirement dated September 24, 2002, the Applicants 
provisionally elected claim Group III. 

Claim Group III is described in the Restriction Requirement as follows: 

Group HI: Claims 20-22 are drawn to detection of a cancerous colon cell comprising assaying 
the level of expression of SLiQ ID NO;5 in a test colon cell compared to a cancerous 
colon cell classified in Class 435, subclass 6. 

Claims 20-22 were inserted by Preliminary Amendment on May 10, 2001 . Claims 21-22 nre 
dependent on claim 20, Claim 20 is as follows: 

—20. (New) A method for detecting a cancerous colon cell comprising: 
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detecting expression of a gene in a test colon cell, wherein (he gene comprises a 
sequence of SEQ ID NO:5; and 

comparing a level of expression of the «enc in the test colon cell with a level of 
expression of the gene in a control colon cell, wherein the control colon cell is a cancerous 
colon cell; 

wherein where the level of expression of (he gene in the lest colon cell relative to the 
level of expression in the control colon cell is similar indicates that the test colon cell is 
cancerous,— 

Claims 20-22 were canceled, and claims were added by Preliminary Amendment on 
November 15, 2002. Claims 29-33 are dependent on claim 28. Claim 28 is as follows: 

—28. (New) A method for detecting i\ cancerous colon cell, said method comprising: 
comparing a level of expression of a CGI- 122 gene product in a (es( colon cell with a 

level of expression of a CCM22 gene product associated with a control colon cell, wherein 

said control colon cell is a cancerous colon cell; 

wherein a level of expression of a (XI 1-122 gene product in a test colon cell that is 

similar to u level of expression of a CC 1-122 gene a control colon cell indicates that said test 

colon cell is cancerous. - 

An inspection of the preambles and bodies of canceled claims 20 and new claim 28 shows that 
they are both directed to methods of detecting a cancerous colon cell by comparing the level of a gene 
product (SEQ ID NO:5 corresponds to CG1-122; see Table 4 on page 59) in a test colon cell to a control 
level of the gene product. 

fn other words, canceled claim 20 and new claim 28 arc both drawn to detection of n cancerous 
colon cell comprising assaying the level of expression of n gene product identified by SEQ ID NO:5 
(COl-122 being the gene product identified by SEQ ID NO;5) in a test colon cell compared to a 
cancerous colon cell. The Applicants merely replaced claims 20-22 with another set of claims 
corresponding to the same subject matter. 
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Applicants arc not aware of any rule or examining procedure that prevents a group of claims 
corresponding to a restriction group from being replaced by a different set of claims corresponding to the 
same subject matter in response to a Restriction Requirement. It is Applicant's understanding that such 
amendments arc common practice. 

Applicants respectfully submit that the subject matter of the new claims corresponds to the 
subject of claim Group III, and that the response filed on November 21, 2002 is completely responsive to 
the prior Office Action. 

A pplicants further traverse the restriction o f Groups I, 111 and V 

Claim Groups I, III and V, are described in the Restriction Requirement as follows: 

Group I: Claims 16-18 are drawn to detection of a cancerous colon cell comprising assaying 

the level of expression of SEQ ID KO:6 in a test colon cell compared to a cancerous 

colon cell classified in Class 435, subclass 6, 
Group HI: Claims 20-22 are drawn to detection of a cancerous colon cell comprising assaying 

the level of expression of SF.Q II) NO:5 in a test colon cell compared to n cancerous 

colon cell classified in Class '135, subclass 6. 
Gruup V: Claims 24-26 are drawn to detection of a cancerous colon cell comprising assaying 

the level of expression of S EQ ID NO: 7 in a test colon cell compared to n cancerous 

colon cell classified hi Class 435, subclass 6, 

As such, each of the claim groups assertedly corresponds to methods involving assaying the level 
of expression of SEQ ID: 5, 6 or 7, in cells. The Groups are asHurtedly different because they assay the 
expression of different sequences (SEQ ID NO$:5, 6 and 7). 

However, the Applicants note that claims lfi, 20 and 24 (the independent claims for each claim 
group), each recite methods involving assaying the expression of a acne in a test colon cell, where the 
gene comprises a sequence of SiiQ ID NO:6, 5 and 7, respectively. As such, the Restriction 
Requirement is not accurate in stating that each of the claims groups is directed to methods involving 
assaying th e level of express ion of SEP ID NQS:5. 6 or 7 in cells. Rather, each of the claim groups i$ 
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directed to methods involving assaying t he lev el of expression a gene comprising th e sequence of SEP 
ID NOS:5.6o r7 in cells. 

As established in Table 4 on page 59 of the instant application, RKQ ID NOS:5, 6 and 7 each 
correspond to the CGI-122 gene, and a sequence alignment of SEQ ID NOS:5, 6 and 7 and CGM22 was 
provided with the response to the Restriction Requirement (and is submitted herewith). 

Since claims 16, 20 and 24 arc each directed to methods involving assaying the level of 
expression of genes comprising the sequence of SEQ ID NOS:5, 6 or 7 in cells, and SEQ ID NOS:5 t 6, 
and 7 all correspond to the CGI-122 gene, then claim:-; 16, 20 and 24 all correspond to a method 
involving assaying the level of expression of COM 22 in cells. As such, there can be no undue burden on 
the Examiner because all of the relevant art can be identified by searching for art relating to a single 
gene, 

According to MPEP § 803, claims may only he restricted if the inventions are independent or 
distinct, or there is a serious burden on the Examiner, The Applicants respectfully submit that the subject 
matter claimed in Groups I, III and V would not represent an undue burden on the Examiner because the 
claim Groups are directed to methods each involving assaying the level the same gene, CGM22. 

Applicants respectfully submit that the subject matter of Groups I, III and V can be examined Li a 
single application, and, accordingly, Applicants respectfully request withdrawal of the Restriction 
Requirement for Groups I, III and V. 

Applicants note a provisional election to prosecute the subject matter of Group III was made in 
the response to the Restriction Requirement, Applicants submit that should this traversal prove 
unsuccessful, the new claims may be examined with respect to SEQ ID NO:5. 

CONCLUSION 

The applicants submit that all of the claims are in condition for allowance, which action is 
requested. If the Examiner finds that a telephone conferL'nce would expedite the prosecution of this 
application, please telephone the undersigned at (650) 833 7723. 
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The Commissioner is hereby authorized to charge any fees under 37 C.F.R. §§ 1 . 1 6 and 1.17 
which may be required by this paper, or to credit any overpayment, to Deposit Account No. 50 08 1 5 
Order No. 2300-1490DIV. 



Date: 



fa 



BOZICEVIC, I'lliLD & FRANCIS LLP 
200 Middlcficld Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile; (650)327-3231 



My: 



Kcspcclfvilly submitted, 
BOZICEVIC, FlIiLD & FRANCIS LLP 




lines S. Kcddic, Ph.D. 
Registration No. 48,920 



F:\DOCUMl ; ,N1>2300\!400«]i4rcsponsc tn Office Communleal'uii innilcd I -2 1 -1007 doc 
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APPENDIX A: Genhank Accession number AF151880 

LOCUS AF1519B0 1174 bp ni&NA lina.nr PRI 18-MA'f -2000 

DEFINITION Homo sapiens CGX-122 protein mRKA, couplats cda. 

ACCF-SSTOM AF1519Q0 

VERSION AF151880,X (51:4929712 

ORGANISM Homo sapiens 

FEATURES Location/Qualifiers 
source 1..1174 

/organ ism 5 " Homo sapiens" 

/db_xref »" taxon : 960 fi" 

/chromosome^" 16" 
CDS 77.. 634 

/ co do n_s t a r t =1 

/peoduet-"CGI-122 protciin" 

/protein_id« B AAD34 U7 . J." 

/db^xref ^"GI : 4 9297 \ 3" 

/translation "HDAAEVEFLAEtfKLVTI^ 

PLWLAINLKQRQKCRLLPPEWMUVelKliEKMRDHFUKKETFT PMP5UYYMELTKLLLNH 
ASDNXPK^DEIRTLVKDMHDl'iUAKl,KVyAOSFVRQQF.AKAKr..DNT J TLMF J INTSGTFl, 
TQALMHKYKLRTNLQPLESTO^O^F" 
BASE COUNT? 300 a 299 c 307 g p.60 t ^ 5^ (0 |w}r}:t, 



ORIGIN 



1 gcggccgcgg cgcctcctoc gggacgctga yoggeccgag gag^cegtga ggctctggcc 



61 tgcagctegc gccgccatgg acgctgccgj csgtctfaattc ctcgccgaga aggagctggt" 



121 caccattatc cccaacttca gtctggaca& ti:t a cetera teg gggggg acctggggoc 
181 ttttaaccct ggtttacccg eggaagtgee" c7b "E gE g g ctcf gcgabcaacc tgaaacaaStp 



241 acagaaatgt cgcctgctcc ctccagagtg gatggfatgtia gaaaagttgg agaagdtg^g 

3'0i ggatcacgaa cgaaaggaag aaacttttac" ccc^atgccc agcccttacr. acatgg-ii^ct tJfl-'l 



3 61 tacgo«igctc ctgttaaatc atgettcaga criacaccccg aaggcagacg aiiatcccjginc;~\^^ 

~T21 cccggtcaag gatatgtggg acactcgcat iivgccaaactc cgagtgtctg ctgacagFlft" l& ^" 



4B1 tgtgagacag caggaggcac atgecaaget ^jaTaacrtg accrtgaugg *gatcaacac' 
5~4T cagegggact ttcctcacac aagegctcad cc .scoTgtac aaaccccgca cgaacctcca 
bOl gcctctggag™agracxcagt otcaggactT^oTTjagaaag gcctggtgca ggcggcCcy^ 



661 tgggggatgt gagegctcag gacgtgatga "gyFictcgtg gttctgtfayc tctagaa^ca 
721 ettctgatge atgaaaaatg tgtgatggtg caaggaatgg actcaggatg tcgmggayri 
701 aacaagtttg tgattagtec ttaaaactta gctccctiggg acattcttca attecieafcr: 
941 tgttcctaga aaccagccct ttttcccccc acttttgaga aar.aaaaaag cr^.ttiggtcta 
901 otaagecatt ctcectagca gagecactug g^cctcctgc atggaacjcca tcacacttgg 
961 gcaggtgttc agtgactggt aggrgtagat ac.vjcaggag tggccatgtg gtccacggct: 
1021 ttttacccct tcttgatccL catttcntgg gemjant tea gactctctca cagaggegge 
1091 ucacagagaa ggatggcaga tggtgcagcc eacorttgetg aceggtgett atcctctaag 
1141 ccctgatcca caataaaaat ggaccca^ci; ca^.n 
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